Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA1118997

Filing date: 03/08/2021

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91265690

Party Defendant
Thoams Norton

Correspondence THOAMS NORTON

Address 237 DICKENS DR

TOLEDO, OH 43607

UNITED STATES

Primary Email: beaucoupdargent.ltd@gmail.com
419-480-2542

Submission Motion to Compel Discovery or Disclosure
Filer's Name Thomas Norton

Filer's email beaucoupdargent.ltd@gmail.com
Signature /Thomas L, Norton/

Date 03/08/2021

Attachments Motion To Compel.pdf(4482208 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Norton Motorcycle Company,

Opposer,
V.R Opposition No; 91265690
Thomas L Norton.,

Applicant

APPLICANT'S MOTION TO COMPEL OPPOSER'S RESPONSES TO
DOCUMENT REQUESTS AND INTERROGATORIES

|. Introduction R

Pursuant to TBMP ©523, Applicarithomas Norton("Applicant”) hereby moves the Board for an order
(1) compelling Opposer to provide documents and infoilonadind proper responses to discovery requests
propounded by Applicant in the above captioned proceeding and (2) suspending the abewveedfe
opposition proceeding with respect to all matters not germane to thermptrsuant to 37 CFR ©2.120

(e), including a corresponding extension of all discoarg testimony periods. This motion is timely
pursuant to TBMP ©523.03, as the first testimonyqukhias not yet commenced and Applicant's counsel

has met her meet and confer obligations pursuant to TBMP ©523.02 fadlskerein.
I

Il. History of Proceedings To DateR

Opposer filed a Notice of Oppogiti in this proceeding on October 28, 2@20the basis that Applicant's
OTHOMAS NORTON®arkis or will be,damage Opposers ONORTONO mapklicant filed its
Answer on January 6, 202ienying Opposer's allegations and asserting the following affirenat
defenses: (1pPpposer's Notice of Opposition fails to state a clapan which relief can be granted, and
in particular, fails to state legally sufficient grounds for sustaining the oppusi{®@) Applicant's mark,
when used on Applicant's goods and services, ifikedy to cause confusion, or to cause mistake, or to
deceive as to the affiliation, connection or association of AppliwahtOpposer, or as to the origin,
sponsorship, or approval of Applicant's goods and ses\igeOpposer, (3) The INORTONO markNO

is elongated, that alone makes the brands distinctive to the market. Given Nartdariglish surname it

is not common that surnames alone to be permitted a mark, accordind-mtrem Act.



Ill. Good Faith Effort to Resolve Discovery Disputes

Applicant'spreviously helccounsel has made a good faith effort to resolve the outstadidiogvery
disputes with Opposer's counsel as required by 37 CFR ©2.120(e) and TBMP ats2Bdayail.In
particular, on October 28, 2028pplicantTemporaryConsul sent mail via. Electronic Mad Opposer's
counsel specifically setting forthe willingness to begin the negotiation proceSge(Exhibit A.1) The
OpposerOs has yet to submit a rational settlemetwddstence between the two marks, and hanagle
clear they do not intend for the applicantOs mark to be registered. (See; ExhB)iFArthermore, on
February 17, 2021(See;Exhibit B.5), Applicant submitted a conditional settlement offer to no response
by the time of discovery due dat@ppacser's counsel has not provided any such written responses
Consequently, given the short time remaining in WhApplicant must complete discovery, it is
necessary for Applicant to move to compel approprigteostery responses from Opposer.

IV. Argument R
Applicant seeks an Order from the Board directing Gppto provide appropriate and complete

responses and to produce all responsive documerits taterrogatories and Document Requests
identified below Applicant's Document Requestpplicant served @poser with 2D ocunentRequests
on February 82021, seeking information and documents regarding the parties' claims amsegin this
matter. For example, Applicant requested informatemarding all corporate entiti&nd individuals for
whom Opposedesigns, produces, manufactures, promoisgijlilites and/or sells clothin@pposer's
first discovery and knowledge of Applicant's use angliagtion to register t© THOMAS NORTONO
Mark at isse in this proceeding on clothiragnd all communicationsgtween Opposer and third parties
regarding Applicant's use of and trademark applicatioitS®@ THOMAS NORTON®ark at issue in
this proceedingSee e.g. In re E.I. Du Pority7 U.S.P.Q. 563, 567 (C.C.P.A. 19713stly the
Registration of ONORTON POINTSee; Exhibit D.1) proves coexistence within the dhagtindustry,
the mark provides an example that confusion between marks that baRTONO are limited to no avail
at best. We feel the unwillingness of the Opmoto negotiatevith Applicant Thomas Nibon are
strategically direct.



DEFINITIONS

The following definitions and instructions shall &pfo each of the Interrogatories
herein:

A. The term OApplicantsO shall m&aoemas Nortorand any attorneys, agents, or
other representatives acting oeithbehalf.

B. The term OOpposerOlshmean Norton Motorcycle Companyand any
attorneys, agents, or other representatives acting on its behalf.

C. The term OyouO shall mean the OOpposerO.

D. The term Otrademark® OmarksO or OmarkO includexsad®rvice marks,
collective marks, certification marks and trade names as defined ir516. .
1127.

E. The term OdocumentO shall mean any tangibleupamwhich information is

or has beestored, recorded, or communicated, and any written, printeek &gpd
visually or aurally reproduced material of any kind, whether or not pgedesuch
as (by way of example and not by way of limitation) correspoteldrtters, notes,
memoranda, diags, invoices, purchase orders, records, minutes, interoffice
communications, bills, contracts, agreements, orders, receipts, pg¢stlisties,
drawings or sketches, tapes or discs capable of being mechaniadllyilras,
pictures, catalogs, photogtag electronic mail, advertising or promotional
literature, operating manuals or instructional materials, voice recordings @able
telegrams, maps, charts, surveys, test data, HTML code, website paggsoats) re
every copy of every such writing or redowvhere the original is not in the
possession, custody or control of Opposer, and every copy of every such writing or
record where such copy is not an identical copy obtiggnal or where such copy
contains any commentary that does not appear onitjiaair

F. The term OthingO shall mean all tangible objects of any type, ciomposi
construction or nature.

G. The term Oconcerning® means relating to, reféoridgscribing, evidencing or
constituting.

H. A document or thing Orelating or refer@hgr which OrelatesO to any given
subject means any document or thing that comprises, constitutespspntai
embodies, reflects, identifies, states, refers to, deals with, oarg/iway pertinent



to that subject, including, without limitation, documetdsicerning the preparation
of other documents.

|. The term Ocommunication(s)O includes the discldsamefer or exchange of
information by means, written, verbal, electronic or otherwise.

J. The term OpersonO shall include both natural personspméimor other
business entities, whether or not in the employ of Opposer.

K. The terms Oall® and OeachO shall be construddde ailcand each.

L. The term OandO shall be construed to include Qlorideaversaand shall be
the logical equivalent of Oand/or,O as necessary in order to bring withiopée sc
of the request all responses which might otherwise be construed tcsloke oist
scope.

M. The use of the singular form of any word also inekithe plurbandvice
versa

N. The phrases Ouse in commerce,O Ouse in Unitect&taesrce,O Oused in
commerceO and Oused in United States commerce,O and similar phrases, shall meatr
and refer to the definition provided under 15 U.S.C. 57112

O. The term OOppages MarksO shall mean each and every mark as alleged by
Opposein U.S. Opposition No. 9126569hcluding U.S. Registration NofReg.
No. 2,836,783)

P. The term OONpposer()s GoodsO shall mean and refer to all of tee\geds
under OpposerOs Marksagralleged in the Notice of Opposition.

Q. The term OOpposerQs ServicesO shall mean arulabfef the services
covered under OpposerOs Marks or as alleged in the Notice of @ppositi

R. The term OApplicantsO Mark@lisnean th&homasNortonmark as depicted
in the Application Serial No. 88/821,788

S. The term OApplicantsO ServicesO shall mean the servicksddenti
Application No. 88/821,788

T. The term OApplicantsO ApplicationO refers to dgtigin No. 88/821,788.



GENERAL INSTRUCTIONS

1. In multipart Interrogatories, the separate parts of such Interrogatories are to be read in
context of the entire Interrogatory, but each part is to be answered separately.

2. All requests contained in the following Interrogatories to identify a pexsoto be
answered by providing sufficient information to enable the undersigned to contact the
person by telephone, mail, and to serve legal documents on such gessch,a person

is a natural person, state his or her:

al full name;

b.! current businesand residence addresses, including telephone numbers;

c.! present employer, occupation, and position;

d.! a brief description of the job responsibilities of such person; and

e! a brief description of the responsibilities of such person with the pertinent
organizaion.

If other than a natural person, state its:

al full name or designation;

b.! legal classification of the entity (e.g., corporation, partnership, etc.),
giving the statef incorporation where appropriate;

c.! principal place of business;

d.! current or last known address and telephone number of the organization;

el any other information reasonably necessary to permit efficient contact with
the organization.

3. All requests contained in the following Interrogatories to identify a document teeans
provide a description in terms sufficient that the document can be readily and
unambiguously sought in a Request for Production of Document under FRCP 34 and
shall include:

al a statement of the general nature and contents of the document (e.g.,
whether he document is a letter, memorandum, notebook, pamphlet, report,
emalil, etc.);

b.! the date;

c.! the author;

d.! all addresses and copy recipients; and

el theperson wo has custody of the document.

In lieu of suchdentification, Applicants will accept a clear and ldgibopy of the
document at the time Opposer answers this set of Interrogatories with a correlation of the
produced docuent to the Interrogatory number



4. If you claim that any information requested is privileged, please provide all
information falling wthin the scope of the Interrogatory which is not privileged,
and identify with sufficient particularity for purposes of a Motion to Compel each
item of information, document or thingeparately, with respect to which you
claim a privilege, and state:

al the basis on which the privilege is claimed;

b.! the author of the document, if applicable;

c.! each individual or other person to whom the document or copy theasof w
sent or otherwise disclosed;

d.! the date of the information or document;

el the type of informatio or document (e.g., letter, memorandum, etc.); and

f.I the general subject matter of the information or document.

You are not requested to provide privileged inforomatr information for which you
claim privilege, but only to identify such information,adonent or thing.

4. If any document or thing was, but no longer is, in OpposerOs possession, custody,
or control, state whether it has been lost, destroyed, transferred, or is missing, or
has otherwise been disposed of, and in each instance, explain the circumstances
surroundhg the disposition of the document or thing and the date it occurred.

5. If the answer to any Interrogatory is that Opposer lacks knowledge of the
requested information, describe all efforts made by Opposer to obtain the
information necessary to answer theerrogatory, and answer the Interrogatory to
the best of OpposerOs information and belief.

6. OpposerOs responses to the following Interrogamée® be promptly
supplemented to include subsequently acquired information in accordance with the
requiremats of Rule 26(e) of the FRCP.



INTERROGATORIES

INTERROGATO RY NO.1

Identify all companies, proprietorships, corporations, partnerships, and other persons, for
whom Opposer and/or any other company affiliated with Opposer designs, produces,
manufactues, promees, distributes and/or sells clothing

INTERROGATO RY NO.2
Explain the relationshipetween Opposer and NORTON POIR8ee; Exhibit D.1)Serial
Number ;86668753) andonsigli Capital Inc

INTERROGATO RY NO.3
Explain the relationship betweé&pposer antNORTON POINT(See; Exhibit D.1)Serial
Number ;86668753ndOceanworksinc.

INTERROGATO RY NO.4
Explain the neglect th@pposetook inchallengingNORTONPOINT (See; Exhibit D.1)
(Consigli Capitalnc., and or Oceanworks In&erial Number ;866687513)

INTERROGATO RY NO.5
Identify all third-party designers, manufacturers, proprietorships, corporations, partnerships,
and other persts that are making use of ttdNORTON®Mark onclothingas alleged.

INTERROGATO RY NO.6

|dentify eachand evey use Opposer has made of ORTONOMark onclothingfor each
use described above, describe fully the circumstances via whiciNBRTONMark was
originally proposed to, selected by, and/or adopted by Oppastrding, without limitation:
(@) the brand name under which sutbthingwas sold to the end consumer) (e
circumstances surrounding its original proppsalection, and adoption;)(the customer to
whom Opposer sold theothingif sold at wholesale; (jdhe identities of alpersons
currently or formally employed by, retained by, or associated with Opposer with supervisory
responsibility for its creation, selection, adoption and earliest use, either alone or in
connection wih other terms or designs; and éach such persorpgrticular involvement

or Role.

INTERROGATO RY NO.7

Identify each and evg use Opposer has made of tiNoorOMark onclothingin the

United States;For each use described in paragraph (a) above, describe fully the
circumstances via which tf@THOMASNORTONCMark was originally proposed to,
selected by, and/or adopted by Opposwluiding, without limitation: (bthe brand name
under which sucklothingwas sold to the end consumel), ffe circumstances surrounding

its original proposiaselection, ad adoption; (Yithe customer to whom Opposer sold the
clothingif sold at wholesale; jehe identities of all persons currently or formally employed
by, retained by, or associated with Opposer with supervisory responsibility for its creation,

(!



selectionadoption and earliest use, either alone or in connectidnothier terms or designs;
and () each such person's particular involvemeriae.

INTERROGATO RY NO.8

Identify each different advertisement or progbaevertisement Opposer has usetélas
considered for use in connection wiglothingbearing anfONORTONGdesigns in the
United Statesand br each such advertisentg(t) state the data(s) on whid was and/or is
intended to be published, broadcastlisiributed; and (didentify (by title, pubisher,issue,
date, page number, and any other relevant designations) the media in which such
advertisement appeared and/or is intended to appear.

INTERROGATO RY NO.9

Identify each different catalog, circular, leaflet, sign, poirgale material, trade show
material, website material or other promotional material bearingN@RTON®M™ark

and/or anfONORTONG@esigns which has been distributed or displayed by Opposer or any
third party in the United Statescinding Opposer's ct@mmers; anddr each such item,

identify all documents that constitute, relate, or refer to any such material or intended
material including in each case dates of publication and/or distribution or intended
publication and/or distribution.

INTERROGATO RY NO.10

Identify all prospective or actual licensors, licensees or franchisees of Opposer who, to
Opposer's knowledge, information or belief, intend to use and/or are UISINKPRTONO

design orctlothing andidentify all documents, including, but not limét to, agreements,
assignments, licenses, permissions or consents, relating to, concerning, or evidencing any
proposed or actual licensors, licenses or franchises of Opposer relating to use of a
ONORTONG@esign orclothing

INTERROGATO RY NO.11
Identify the employees or agents of Opposer most knowledgeable about Opposer's use and/or
planned use of anfYNORTON@esign orclothing

INTERROGATO RY NO.12
StateOpposer first learned of Agticant's use of the OTHOMAS NORTOMG@rk on
clothing.

INTERROGATO RY NO.13
Explain the circumstances sunraling Opposer's first knowledgé Applicant's use of the
Mark onclothingoutside ofthe United States of America.

)!



INTERROGATO RY NO.14
Explain the circumstances sounding Opposerdiscovey of NORTON POINTConsigli
Capital Inc.(See; Exhibit D.1jSerial Number ;86668753)

INTERROGATORY NO.15

Explain any cormunications between NORTON POINDonsigli Capitalnc., and Opposer
regardingOpposer's Notice of Opposition to NORTON POIBEe; Exhibit D.1jSerial
Number ;86668753)

INTERROGATO RY NO.16

Identify the channels of trade through which Opposer's prodtewistributed and sold
the United States, including the names of retailers and online retail stores tblat!siei¢
andclothingdesigned, manufactured, distributed and/or marketed by Opposer.

INTERROGATO RY NO.17
Identify the average manufacturerOs suggested retail price (MSRB}Horg designed,
manufactured, distributed and/or marketed by Opposer in the United States,

INTERROGATORY NO.18

Identify all proceedings in the United States Trademark Trial and Appeal Board or United
States federal courts in which Opposer has opposed or objected to a third party's use and/or
registration of a trademark on the grounds that the mamlersly descriptive, functional or
merely ornamental,

INTERROGATO RY NO.19

Identify each and every person who has supplied documents or information for, or
participated in responding to, these Interrogatories and Applicant's First Requests for
Production ®Documents and Things.

*|



Respectfully Submitted,
Dated: March 82021l R
By: RhomasNorton R
237 Dickens DriveR

Toledo, Ohio 43607
Tel: (419) 9847907R

Beaucoupdargent.ltd@gmail.com

PROOF OF SERVICE

| Thomas Norton hereby certify that a true and complete copy of the forégQin¢gON TO
COMPEL OPPOSERSOS RESPONSES TREQUESTS FOR PRODUCTION OF
DOCUMENTS AND INTERROGATORIES , has been served by via USPS First Class Maill,
and Electronic Mail (EMail) uponcounsel of record Opposer Norton Motorcycle Company

Opposition N0;91265696BHIMA ROYBAKER & MCKENZIE LLP
Primary Email: chiusptomail@bakermckenzie.com
Secondary Email(s): david.davis@bakermckenzie.camkap.kandaswamy@bakermckenzie.com,
meri.mclaughih@bakermckenzie.com, shima.roy@bakermckenzie.com
300 E. RANDOLPH STREET SUITE 5000 CHICAGO, IL 60601 UNITED STATES on this

dateMarch 8§ 2021, 2021,

March 8§ 2021 /Thomas Nortoh
Date Thomas Norton



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Norton Motorcycle Company,

Opposer,
V.R Opposition No; 91265690
Thomas L Norton.,

Applicant

APPLICANT'S MOTION TO COMPEL OPPOSER'S RESPONSES TO
PRODUCTION OF DOCUMENTS AND THINGS

Pursuant to Rule 2.120(d) of the U.S. Patent and Trademark OfficeOs (OPTOO) Trademark Rules
of Practice, 37 C.F.R. © 2.120(d), and Rule 34 of the Federal Rules of Civil Procedure (OFRCPO),
Jeffrey S. Wax and Steven M. Freeland (hereinafter referred fypaticantsO) hereby request
thatNorton Motorcycle Companync. (hereinafter referred to as OOpposerO) produce the

following documents and things for inspection and copying at the offices of Wax Law Group,

1017 L Street, #425, Sacramento, California, 958t such other place as may be agreed

between the parties, within thirty (30) days of service hereof in accordance with Rule 2.120(a) of
the PTOOs Trademark Rules of Practice and FRCP 34. Alternatively, Opposer may fulfill its
obligation to produce theequested documents by attaching complete and legible copies of the
original documents to its written responses to ApplicantsO First Requests for Production of
Documents and Things (ODocument RequestsO) prior to the service of the same upon Applicants.
Oppaser may be requested to supplement its responses from time to time as appropriate in
accordance with FRCP 26(e).

DEFINITIONS

The following definitions and instructions shall apply too each of the document Requests herein:

A. The term OApplicantsO shall m&@aomas Nortopand any attorneys, agents, or other
representatives acting on their behalf.

B. The term OOpposerO shall méarton Motorcycle Companync., and any attorneys, agents,
or other representatives actingitsmbehalf.

C. The term OyouO shall mean the OOpposerO.

D. The term OtrademarkO or OmarkO includes trademarks, service marks, collective marks,
certification marks and trade names as defined in 15 U.S.C. o 1127.



E. The term OdocumentO shall mean amybiarthing upon which information is or has been
stored, recorded, or communicated, and any written, printed, typed and visually or aurally
reproduced material of any kind, whether or not privileged, such as (by way of example and not
by way of limitatior) correspondence, letters, notes, memoranda, diaries, invoices, purchase
orders, records, minutes, interoffice communications, bills, contracts, agreements, orders,
receipts, price lists, studies, drawings or sketches, tapes or discs capable of beimicailgcha

read, films, pictures, catalogs, photographs, electronic mail, advertising or promotional literature,
operating manuals or instructional materials, voice recording, cables or telegrams, maps, charts,
surveys, test data, HTML code, website pagesreparts; every copy of every such writing or
record where the original is not in the possession, custody or control of Opposer, and every copy
of every such writing or record where such copy is not an identical copy of the original or where
such copy comtins any commentary that does not appear on the original.

F. The term OthingO shall mean all tangible objects of any type, composition, construction or
nature.

G. The term Oconcerning® means relating to, referring to, describing, evidencing or sgnstituti

H. A document or thing Orelating or referringO or which OrelatesO to any given subject means any
document or thing that comprises, constitutes, contains, embodies, reflects, identifgs, state

refers to, deals with, or is in any way pertinent to sudiject, including, without limitation,

documents concerning the preparation of other documents.

l. The term Ocommunication(s)O includes the disclosure, transfer or exchange of information by
means, written, verbal, electronic or otherwise.

J. The ternOpersonO shall include both natural persons and corporate or other business entities,
whether or not in the employ of Opposer.

K. The terms OallO and OeachO shall be construed to include all and each.

L. The term OandO shall be construed to includen@ihriOe versaand shall be the logical

equivalent of Oand/or,O as necessary in order to bring within the scope of the request all

responses which might otherwise be construed to be outside its scope.

M. The use of the singular form of any word alsouels the plural andce versa

N. The phrases Ouse in commerce,O Ouse in United States commerce,O Oused in commerceO anc
Oused in United States commerce,O and similar phrases, shall mean and refer to the definition
provided under 15 U.S.C. & 1127.

0. The term OOpposerOs MarksO shall mean the marks as allegedsey @fJ.S. Opposition
No. 91265690includingU.S. Registration Nd2836783

P. The term OOpposerOs GoodsO shall mean and refer to all of the goods covered under OpposerC
Marks or as allegkin the Notice of Opposition.



Q. The term OOpposerOs ServicesO shall mean and refer to all of the services covered under
OpposerOs Marks or as alleged in the Notice of Opposition.

R. The term OApplicantsO Marghall mean OTHOMAS NORTOM@xk as depictin the
Application Serial No. 88/821,788

S. The term OApplicantsO ServicesO shall mean the servidgsdderpplication No.
88/821788

T. The term OApplicantsO ApplicaO refers to Application No. 88/821,788



GENERAL INSTRUCTIONS

1. If you claim that any document requested is privileged, please provide all information falling
within the scope of the Document Request which is not privileged, and identify with sufficient
particularity for purposes of a Motion to Compath item, document or thing, separately, with
respect to which you claim a privilege, and state:

a)l the basis on which the privilege is claimed,;

b)! the author of the document, if applicable;

c)! each individual or other person to whom the document or copy theassadent or
otherwise disclosed;

d)! the date of the document;

e)l the type of document (e.g., letter, memorandum, etc.); and

f)! the general subject matter of the document.

You are not requeddeto provide privileged information or information for which you
claim privilege, but only to identify such information, document or thing.

2. If any document which you would have produced in response to any Document Request was,
but is no longer, in yoysresent possession or subject to your control or is no longer in existence,
please state whether any such document is:
a)l missing or lost;
b)! destroyed;
c)! transferred to others; and
d)! otherwise disposed of, and in such instance, set forth the surroundingstanoes and
any authorization of such disposition and state the approximate date of any such
disposition, and the present location and custodian of such document.

3. The documents produced pursuant to these Document Requests shall be
separately produced for each paragraph of the same or, in the alternative, shall be
identified as complying with the particular paragraphs of the Document Requests to
which they are responsive.

4. OpposerOs responses to the following Document Requests are to be promptly

supplemented to include subsequently acquired information in accordance with the
requirements of Rule 26 (e) of the FRCP.

! "%



REQUESTS FOR PRODUCTION OF DOCUMENTS AND THINGS

REQUESTFOR PRODUCTION NO. 1:

All documents and things relating and/or referring to the creation, selection, and adoption of
and/or intention to use tH@NORTONMark and/or an®ONORTONG@esign by Opposer or any
person affiliated with Opposer in connection villle manufacture, promotion or sale of
clothing.

REQUEST FOR PRODUCTION NO. 2:

All documents relating to any U.S. trademark applications or registrations incorporating a
ONORTONG@esign that are owned by, assigned to, or licensed to Opposer, including any
pending, registered, abandoned or unified applications.

REQUEST FOR PRODUCTION NO. 3:

All documents concerning the conception, research, development, design, manufacture,
promotion or sale of anglothingby Opposer bearing tt@NORTONMark and/or any
ONORTONGesign,

REQUEST FOR PRODUCTION NO. 4:

All documents that reflect or relate in any way to actions taken by Opposer to intobathosy
for sale in interstate commerce in the United States bearir@N@ERTONMark and/or any
ONORTONGesign.

REQUEST FOR PRODUCTION NO. 5:

All invoices, order forms, and related documents reflecting purchases from each supplier of
parts, materials, or other components used by, on behalf of or for the benefit of Opposer in
connection with the manufacture @bthing bearing theONORTON® ark and/or any
ONORTONGesign.

REQUEST FOR PRODUCTION NO. 6:

All documents embodying or relating and/or referring to any assignment, consent, authorization,
license, or permission between Opposer and any person regarding us®NORFONMark

and/or anfONORTONG@esign in the United States, including any modifaa made to said
assignment, consent, authorization, license, or permigsmoparticular NORTON POINT)

(See; Example D.1)



REQUEST FOR PRODUCTION NO. 7:

A representative specimen of each product designed, manufactured for sale, offered for sale,
sold,or intended to be manufactured for sale or offered for sale by or on behalf of Opposer
hearing theDNORTONMark and/or an®ONORTONG@esign.

REQUEST FOR PRODUCTION NO. 8:

A representative specimen of each product designed, manufactured for sale foffeadsl

sold, or intended to be manufactured for sale or offered for sale by or on behalf of third parties
bearing theONORTON® ark and/or anyDNORTONG@esign referred to in paragraph 5 of
Opposer's Notice of Opposition.

REQUEST FOR PRODUCTION NO. 9:

Those documents relating to and/or supportajtpe allegation that theNORTON®M™ark is
now, or will be, damagetias alleged iOpposer's Notice of OppositiofOpeningParagraph
(b) the documents that show the effect (NORTON POINT) (See; ExhibihBslfhad othe
ONORTON®ark that it is now, or will be, damagédas alleged ifOpposer's Notice of
Opposition

REQUEST FOR PRODUCTION NO. 10.:

Those documents relating to and/or supporting the allegation thaNB& TONMarks as well

as (NORTON POINT|See; Exhibit D.1pre highly similar and are used in connection with the
same and/or similar goods in the same or overlapping channels of trade, there is a likelihood of
confusion as to source, sponsorship, or affiliation of the parties and their nesgecids, in

violation of Section 2(d) of the Lanham Act, 15 U.S.C. o 1052¢lleged in Opposer's Notice

of Opposition(Paragraph 16)

REQUEST FOR PRODUCTION NO. 11:
Those documents relating to and/or supporting the allegation tHalN®&TONMark does

function as an ideiiter of source as alleged fDpposer's Notice of Opposition.

REQUESTFOR PRODUCTION NO. 12:

Those documents relating to and/or supporting the allegation thalN®& TONMark and the

iconic nature of the Norton brand aNdrton motorcycles, including the use of the NORTON

Marks on motorcycles and other related accessories, there will be a likelihood of confusion as to
the source or sponsorship of Applic@ngoods as alleged Dpposer's Notice of Opposition
(Paragraph 19)



REQUEST FOR PRODUCTION NO. 13:

Those documents relating to and/or supporting the alag#tiatOpposer; Byeason of the
extensive marketing, advertising, and promotion of goods bearing the NORTON Marks, the
NORTON Marks have become wddhown symbts of the valuable goodwill associated with
Norton and its high quality producsallegedin Opposer's Notice of Oppositipin addition all
brands associated with the Mark ONORTONO

REQUEST FOR PRODUCTION NO. 14:

All internal management and consultagports, studies, prospectuses, correspondence, and
presentation outlines concerning Opposer's business, financial, or marketing plans for products
bearing theONORTON®™ark and/or anyDNORTON@esign.

REQUEST FOR PRODUCTION NO. 15:

All studies, surveysnarket research tests, and demographic or consumer profile studies
(including the results thereof) relating and/or referring to the USMN@RTONGesigns on
clothing

REQUEST FOR PRODUCTION NO. 16:

All documents containing tt@ONORTON®ark or anyONORTONG@esign that were generated
by or obtained from any third parties,

REQUEST FOR PRODUCTION NO. 17:

Correspondence, memoranda, and any and all other documents concerning any protest, inquiry,
or comment on behalf of Opposer concerning the useyoyham party of theODNORTON®Mark
and/or anyONORTONG@esign.

REQUEST FOR PRODUCTION NO. 18:

Correspondence, memoranda, and any and all other documents concerning any protest, inquiry,
or comment on behalf of Opposer concerning Opposer's allegations tat@RTONMark
lacks secondary meaning and is aestially functional.

REQUEST FOR PRODUQODN NO. 19:

All documents identifying the channels of trade through which Opposer's goods are sold.



REQUETST FOR PRODUCTION NO. 20:

All documents related to or concerning Opposer's discovery of Applicant's trademark application
for the ONORTON®Mark.

REQUEST FOR PRODUCTION NO. 21:

All documents related to or concerning Opposer's discovery of Applicant's use of the
ONORTON®lark andNORTON POINT, Ing, (See; Exhibit D.1)se of the ONORTONark.

REQUEST FOR PRODUCTION NO. 22:

All communicationdetween NORTON POINThc., and/or any corporate entities related to or
affiliated withNORTONTregarding Opposer's Notice of Opposition.

REQUEST FOR PRODUCTION NO. 23:

All documents Opposer received from NORTON POINIc., (See; Exhibit D.1and/or any
corporate entities related or affiliated with NORTON POINTnc., (See; Exhibit D.1))
regardingApplicant's use and registration of @@ HOMAS NORTON®Iark,

REQUESTEST FOR PRODUCTION NO. 24:

All documents and communications between Opposer and any third party regarding Applicant's
use and registration of ti@NORTON®Mark.

REQUEST FOR PRODUCTION NO. 25:

For each expert Opposer intends to call to provide testimony in this proceeding, hadgce
documents and things required pursuant to Rule 26(a)(2), Fed. R. Civ. P.



Respectfully Submitted,

Dated: March 82Q20R

By: RhomasNorton R

237 Dickens Drve R

Toledo, Ohio 43607

Tel: (419) 9847907R
Beaucoupdargent.ltd@gmaidm

PROOF OF SERVICE

| Thomas Nortornereby certify that a true and complete copy of the foregdidgION TO
COMPEL OPPOSERSOS RESPONSES TREQUESTS FOR PRODUCTION OF
DOCUMENTS AND INT ERROGATORIES, has been servday via USPS First Class Mall,
and Electronic Mail (EMail) upon counsel of recot@pposemNorton Motorcycle Company

Opposition N0;912656906HIMA ROYBAKER & MCKENZIE LLP
Primary Email: chiusptomail@bakermckenzie.com
Secondary Email(s): david.davis@bakermckenzie.camkap.kandaswan@bakermckenzie.com,
meri.mclaughlin@bakermckenzie.com, shima.roy@bakermc&ermn

300 E. RANDOLPH STREET SUITE 5000 CHICAGO, IL 60601 UNITED STAT&Shis
dateMarch 8§ 2021, 2021

March 8§ 2021 /Thomas Nortoh
Date Thomas Norton

| "k
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From: shortell@!: com <shortell@!: com>
Sent: Thursday, October 29, 2020 1:39 PM
15 To: CHIUSPTOMAIL ie.com <CHIUSPTOMAIL BakerMc@b ie.com>; Davis, David J <David.D: ie.com>; Sankalp
<Sankalp.K: @b ie.com>; McLaughlin, Meri A <Meri.McLaughlin@bakermckenzie.com>; Roy, Shima S <Shima.Roy@bakermckenzie.com>

Subject: [EXTERNAL] Opposition No. 91265690

Attorney Roy,

I'have been retained by Thomas Norton in this matter. Are you available next week or the week after for a call to discuss the matter?

Best Regards,
Brendan M. Shortell, Esq. + B B
= &=
1. SC Lambert Shortell & Connaughton |
P Patents | Trademarks | Litigation ;
) 92 State Street, Boston, MA 02109 =

159 Main Street, Nashua, NH 03064
Direct Dial: 617-720-5822
Boston Office: 617-720-0091

+ Nashua Office: 603-882-7315
shortell@lambertpatentiaw.com
www.LambertPatentLaw.com

RATEDBY

Super Lawyers'
Brendan Shortell
| DatelLastC
[ Today at 7:
SELECTED IN 2020 e—
SeAdls G Today at 7
W Todayat7:
& GUCCLodf PDE documant Todav at 7

0CR@ZO ...

it

01l T No¢ENENODNEREE: s eC Y OED 4 CQBC

y H
@ safari File Edit View History Bookmarks Develop Window Help @ © G 3 7 sexE) Sun829PM Q @ =
ol o) & mail.google.com IESE =] o Mm@
YouTube Huntington National Bank  MyAccount - MyAccount  Mecca Manage..inc. - Home  MyEtherWallet | MEW  dashboard  Home | ExMarkets exchange  BitGreen (Bl..oinMarketCap  Forex21 | For..ng Calculator  Google:
Inbox (11) - londonort@gmail.com - Gmail FW: [EXTERNAL] Opposition No. 91265690 - beaucoupdargent.itd@gmail.com - Gmail
ail Q_ bakermckenzie.com X - ® ©

<« B8 6 8 e ¢ E = : sls < > @

From: Roy, Shima S <Shima.Roy@bakermckenzie.com>
Sent: Thursday, October 29, 2020 3:57 PM
15 To: shortell@lambertpatentiaw.com; CHIUSPTOMAIL@B: ie.com <CHIUSPTOMAIL BakerMc@b com>; Davis, David J <David.Davis@bakermckenzie.com>;
Sankalp <Sankalp. @t ie.com>; McLaughlin, Meri A <Meri.Mcl i ie.com>
Subject: RE: [EXTERNAL] Opposition No. 91265690

Hi Brendan,

=
Happy to talk. I'm generally around next week. Feel free to give me a call on my cell (773) 480-1767 at your convenience.
Kind regards,
Shima =
+ BT .

=— =
This message may contain confidential and privileged information. If it has been sent to you in error, please reply to advise the sender of the error and then immediately delete this message. §
) Please visit www.bakermckenzie.com/disclaimers for other important information concerning this message.
From: shortell @) com com>
= Sent: Thursday, October 29, 2020 1:39 PM
To: CHIUSPTOMAIL@B: ie.com <CHIUSPTOMAIL ie.com>; Davis, David J <David.Davis@bakermckenzie.com>; Kandaswamy, Sankalp
<Sankalp.| ie.com>; McLaughlin, Meri A <Meri.McLaughlin@bakermckenzie.com>; Roy, Shima S <Shima.Roy@bakermckenzie.com>
Subject: [EXTERNAL] Opposition No. 91265690
Attorney Roy,
ats | have been retained by Thomas Norton in this matter. Are you available next week or the week after for a call to discuss the matter?
ane Date Last ¢
Best Regards, =
N Today at 8
(9 Brendan M. Shortell, Esq. SToday at7:

Today at 7:
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Hi Shima,
15

| just left you a voicemail. As you await word back from your client do you consent to a 30 day extension to answer?

Best Regards,
Brendan M. Shortell, Esq.

I .SC Lambert Shortell & Connaughton
P Patents | Trademarks | Litigation

92 State Street, Boston, MA 02109
159 Main Street, Nashua, NH 03064 +
Direct Dial: 617-720-5822
Boston Office: 617-720-0091
Nashua Office: 603-882-7316
3 shortell@lambertpatentlaw.com
www.LambertPatentlLaw.com

\
l
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* Super Lawyers'

Brendan Shortell
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THOMSON REUTERS
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From: Roy, Shima S <Shima.Roy@bakermckenzie.com> > | Todayats
S Sent: Thursday, October 29, 2020 3:57 PM Today at 8
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From: Roy, Shima S <Shima.Roy@bakermckenzie.com>
15 Sent: Monday, December 7, 2020 2:42 PM
To: shortell @I com; CHIUSPTOMAIL@B: ie.com <CHIUSPTOMAIL BakerMc@bake! ie.com>; Davis, David J <David.Davis@bakermckenzie.com>;
Sankalp <Sankalp. @t ie.com>; McLaughlin, Meri A <Meri.McLaughli ie.com>
Subject: RE: [EXTERNAL] Opposition No. 91265690

Brendan,

Thanks for the email. Sorry | missed your call. | recall in our last conversation that you were going to liaise with your client to determine the long terms plans related to the use of the mark at
issue and get back to us. As we discussed, and barring any additional information that may shed light on use, our client will not consent to a co-existence on the register and does have
concerns about common law use of the mark.

+ [ B
. = ==
Please feel free to call me. I'l get back to you on the request for an extension shortly. =
Kind regards, ;
bl Shima
From: shortell@I: com <shortell@!: com>
Set londay, December 7, 2020 1:30 PM
+ To: Roy, Shima S <Shima.Roy@b ie.com>; CHIUSPTOMAIL ie.com <CHIUSPTOMAIL ie.com>; Davis, David J
<David.D: ie.com>; Sankalp <Sankalp. ie.com>; McLaughlin, Meri A <Meri.McLaughlin@bakermckenzie.com>
Subject: RE: [EXTERNAL] Opposition No. 91265690
Importance: High
Hi Shima,
ats | just left you a voicemail. As you await word back from your client do you consent to a 30 day extension to answer?
ane Date Last ¢
Best Regards, ;g ate Las!
> Today at &
" Brendan M. Shortell, Esq. Today at 8
> i Today at 8
. = s |
...L & e -/@E% # & & 0 |
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From: shortell@I: com <shortell @ com>
Sent: Monday, December 7, 2020 1:49 PM
15 To: Roy, Shima S <Shima.Roy@b ie.com>; CHIUSPTOMAIL ie.com <CHIUSPTOMAIL BakerMc@t ie.com>; Davis, David J
<David Davis@t ie.com>; Sankalp <Sankalp K; @t ie.com>; McLaughlin, Meri A <Meri.McLaughlin@bakermckenzie.com>
Subject: RE: [EXTERNAL] Opposition No. 91265690
Hi Shima, ]‘
I had emailed previously that my client would be selling the goods online.
And if your client has reservations about the word mark plainly, would they be agreeable to the attached stylization and usage of the name?
Please let me know about the extension. +
Best Regards, ;
f Brendan M. Shortell, Esq. 2
[ SC Lambert Shortell & Connaughton
P Patents | Trademarks | Litigation
+ 92 State Street, Boston, MA 02109
159 Main Street, Nashua, NH 03064
Direct Dial: §17-720-5822
Boston Office: 617-720-0091
Nashua Office: 603-882-7316
shortell@lambertpatentlaw.com
www.LambertPatentLaw.com
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92 State Street, Boston, MA 02109

159 Main Street, Nashua, NH 03064
15 Direct Dial: 617-720-5822

Boston Office: 617-720-0091

Nashua Office: 603-882-7316

shortell@lambertpatentlaw.com

www.LambertPatentlaw.com

RATEDBY

Super Lawyers'

Brendan Shortell &

I
—
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From: Roy, Shima S <Shima.Roy@bakermckenzie.com>
+ Sent: Monday, December 7, 2020 4:30 PM
To: shortell@lambertpatentlaw.com; Davis, David J <David.D: ie.com>; Sankalp <Sankalp.K: ie.com>; McLaughlin, Meri A
<Meri.Mcl i ie.com>
Subject: RE: [EXTERNAL] Opposition No. 91265690

S

Brendan,

We can agree to a 30 day extension of time. Please let me know if you will be filing.

iats
ne Kind regards, L Date Last ¢
Shima > ‘ Today at 8:
< Today at 8
Today at 8
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From: shortell@!: com <shortell@!: com>
18 Sent: Monday, December 7, 2020 5:20 PM
To: Roy, Shima S <Shima.Roy@bakermckenzie.com>; Davis, David J <David.Davis@b ie.com>; K Sankalp <Sankalp. @b ie.com>;
McLaughlin, Meri A <Meri.McLaughlin@bakermckenzie.com>
Subject: RE: [EXTERNAL] Opposition No. 91265690 ‘
Thank you, | will be. ]
Best Regards,
Brendan M. Shortell, Esq.
[ SC Lambert Shortell & Connaughton + FF &
P Patents | Trademarks | Litigation =
92 State Street, Boston, MA 02109 ;
3 159 Main Street, Nashua, NH_ 03064 5
Direct Dial: 617-720-5822 i
Boston Office: 617-720-0091
Nashua Office: 603-882-7316
Fa shortell@lambertpatentlaw.com
www.LambertPatentlaw.com
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From: Roy, Shima S <Shima.Roy@bakermckenzie.com>
Sent: Thursday, December 31, 2020 5:12 PM

15 To: shortell@lambertpatentlaw.com; Davis, David J <David.Davis@b ie.com>; Sankalp <Sankalp. @t ie.com>; McLaughlin, Meri A
<Meri.Mcl i ie.com>

Subject: RE: [EXTERNAL] Opposition No. 91265690

Dear Brendan,

We have conferred with our client and they object to any use of "Norton" and/or attempts to register the name as to overlapping goods/services. Please advise as to whether your client
intends to pursue its trademark application so that we may resolve the Board proceeding, if possible.

Best to you and your family for the New Year. +

==
—
Kind regards,
Shima
3 -

Shima S Roy

Partner

Baker & McKenzie LLP

300 East Randoiph Street, Suite 5000
+ Chicago, IL 60601 United States

Tel: +1 312 861 8000

Direct: +1 312 861 8005

Direct Fax: +1 312 698 2370

Cell: +1773 480 1767
.roy@bakermckenzie.com
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